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IN THE UNITED STATES PATENT AND TKADEMARK OFFICE 



In re application of: Tsuyoshi Nishiwaki et al. 
Serial No.: 10/780,257^ 
Filed: 02/18/2004 

For: MIDSOLE INCLUDING CUSHIONING STRUCTURE 



Examiner: Stashick, Anthony 
Art Unit; 3728 
RESPONSE 



Mail Stop Amendment 
Commissioner'for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 



Sir: 



This is responsive to the Office Action of October 15, 2004 to which response is due by 
November 1 5, 2004. 

The Office Action indicates that Claims 1 -1 2 are pending in the application and requires an 
election in this application between Group I, Claims 1-4,10-12 and Group II, Claims 5-9. Attached 
please find a copy of a Prehminary Amendment that was filed \iath this application deleting claims 
5-9, 1 1 and 12. Please enter this amendment. This renders the t^lection requirement moot. 

Additionally enclosed, in case this has not been received, is an Amendment to the Related 
Apphcations section of the application. This was mailed to the Office on June 20, 2004. 

If the Examiner has any questions or comments, please call the undersigned immediately. 



Respectfully Submitted, 



Dated: November 2, 2004 




Reg. No. 27,023 



Two Yorkr.hire Drive 
Suffem,NY 10901 
Tel.: (845) 357-4533 
Fax.: (845)357^616 
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IN THE UNTTFO STATKS PATB :nt AND TR.M>EMARK OFFTrir 

In re application of: Tsuyoshi Nishiwaki et al. 
Serial No.: CONTtlVTJATTONr ny tn/ii^ t 
Filed: 

For: MIDSOLE INCLUDING CUSHIONING STRUCTURE 

Examiner; Stashick, Aothony 
Art Unit: 3728 

PRELIMINARY AMENDMF.VT RprPIVPn 
Con^ssionerforPatents ^^^^^^'^^rWN ^nr, ^f^li^^ 

Sir: 

In the Applicatinn - 

Page 1, after the Title insert the following: 
— Related Applications: 

n.n.J^n^ op/'/Zca^iow is a continuation application of VS Stnal Number 10/132,013 filed on 
Vnm^^^^^lff ^^^f°''^'SnpriorityofthefollomngJapanese applications: Serial Number 
2001-141157 filedonMay 11, 2001. 2001-198609 filed on June 29, 2001 and 2002-63522 filed on 
April 8. 2002. The entire disclosures of all of these applications are incorporated herein bv 
reference. — 

In the Claims: 

Delete claims 5 -9, 1 1 and 12 from in the application as fi] et? herewith prior to calculating the 
government filing fee: & 

1. (Original) A midsole including a cushioning structure, which is provided between an 
outer sole and an upper and is suitable for absorbing a shock of landing, wherein: 

portion- structure comprises a thick plate-shaped or column-shaped cushioning 

a plurality of grooves is formed on an outer peripheral surface of the cushioning portion- 
the respective grooves are helically formed around a substantially vertical axial line; 
the respective grooves are arranged substantially paraDel; with each other; and 
a range in which each of the grooves is fomied is larger tlian a range of 1 5 degrees around 
the axial Ime and smaller than a range of 1 80 degrees around th-; axial line. 

2. (Original) A midsole including a cushioning structu re-according to claim 1 , wherein a 
lead angle between the groove and a horizontal plane is set witl^in a range of 35 degrees to 60 
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3 (Original) A midsole including a cushioning stnictr^re accoiding to claim 1 , wherein- 
the respective ^ooves are provided to be continuous fiom an upper end of the cushionina 
portion to a lower end ofthe cushioning portion; and » cusnioning 

the lead angle is set to be substantially constant from tne upper end to the lower end. 

4. (Original) A midsole including a cushioniqg structure according to claim 1 
wherein the outer penpheral surface ofthe cushioning portion h fonned to be taper-shaped 

5. DELETED. 



6. DELETED. 

7. DELETED. 

8. DELETED. 

9. DELETED. 



1 0. (Original) A midsole having a cushioning strucmre, which is provided between an outer 
sole and an upper and is suitable for absorbing a shock of landi:i=j, comprising: 
a midsole body defining a cavity; and 
a cushioning part fitted in the cavity, wherein: 
the cushioning part is formed of elastomer; 

Young modulus of a member constituting the cushion ing part is set to be a value smaller 
than Young modulus of a member constituting the midsole body; 

the cushioning part is fonned into a plate shape having an upper surface and a lower 

surface; 

a pluraUty of helical grooves and/or convex portions is fonned on at least one ofthe upper 
surface and the lower surface ofthe cushioning part; and 

a thickness ofthe cushioning part is gradually changed slcng the grooves and/or the convex 

portions. 

11. DELETED. 

12. DELETED. 
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REMARKS 

Applicant has added a Related Applications section t<- clearly claim the priority ri ehts in 
the parent application (USSN 10/132,013) and the indicated fiied Japanese applications Certified 
copies of these Japanese applications were filed in the parent aoplication. 

Applicant has deleted Claims 5-9, 1 1 and 1 2. The subj.?ct matter of these claims is covered 
in Applicant s parent application. The remaining claims, l-^i and 10 remain in this continuing 
application. Apphcant also encloses copies of the Notice o: " References Cited (PTO-892) and 
Information Disclosure Citations (PTO A820) of record in the parent application 

The Office Action of October 06, 2004 in the parent application rejected the claims now 
presented herein (Claims 1-4 and 10) under 35 USC 102(a) in view of Reference Q, ASICS Spring 
2002 Footwear Catalog, page 1, indicated as published on May 16, 2001. This cited ASICS Catalog 
was published by ASICS TIGER Corporation. ASICS Tiger Corporation, for which the undersigned 
IS Vice President and General Counsel, is a wholly owned su teidiary of ASICS Corporation the 
corporation to which this application has been assigned (see P.e2l/Frame 012840/0943) Thus' the 
cited reference discloses subject matter derived, originated and^obtained from the applicant rather 
than invented by another. Thus, the cited reference can not be used. 

Applicant respectfully requests that this application Fa?.s to issuance. 

All statements made herein made of my own knowledge are true and all statements made 
on mformation and belief are believed to be true; and further ^he statements are made with the 
Icnowledge that willful false statements and the like so made arc pimishable by fine or imprisonment 
or both, under Section 1001 of Title 18 of the United States Code 



Dated: February 14, 2004 



Respectf illy Submitted, 



Mid 



■7 



Attofn|(y'fof Ap^cwnr 
Vice Presidijn^ and 
General Counsel AS ICS TIGER Corporation 
Reg. No 27,023 
Two Yoikskire Drive 
Suffem,NY 10901 
Tel.: (845) 357-4533 
Fax.: (845) 357-4616 
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In re -application of- t« . '^^^^^^^^^^^^^^^^-^'-i'^Mmi^Firr 

fixajniner.Stashick, Anthony 
Art Unit; 3728 

man stop Amendment 

Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 
Sir: 

Please Amend the Related Applications section to read 
- - Related Applications: 

This application is a continuation application ofUSi'erial Number 10/132,013 filed on 
04/25/2002 which claims theforeign priority of Japanese appli nation Svial Number 2001-141 157 
riled on May J I, 2001. The entire disclosures of all of these a/ plicatiois are incorporated herein 
bv reference. - - 

REMARKS 

A^pplicant, as indicated in the Declaration and Power of attorney filed herein, claims priority 
of Prior Foreign Japanese application 200 1-1 4 11 57 tiled on Ma •. 1 1 . 200 . Applicant is not claiming 
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\ 



Dated: June 20, 2004 



licant 



Re^J^tlu^b' Subriiited, 
Mifh|ie|l/Zall , 

kUwc . 27,?)2: 
itf 0 Y( rlishj^eDnve 
Suffem NY \m\ 
Tel.: (84f) 357-4533 
Fax.: 357-4616 
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